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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is not clear what applicant means by "...angularly 
immobilizing..." Which angle? In which direction?. Appropriate correction is required. 
Also regarding the limitation ..."configured to cooperate with one another..". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
Claims 7-17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Soh (US 5,943,909). 

2. Regarding independent claim 7, Soh teaches: 

A starter for a thermal combustion engine of a vehicle, comprising (abstract): 
an electrical engine comprising a cylindrical head (Fig 1,8); and 
an interfacing support to be mounted on the thermal combustion engine (abstract 
,Fig 1 elements 7 and 51), said interfacing support being assembled with the cylindrical 
head and having an outer surface (Fig 1 ,7,8), wherein the cylindrical head comprises 
one of a projection and a slot (Fig 2,8c), and the interfacing support comprises on its 
outer surface the other of the projection and the slot (Fig 2,51 e), and 
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wherein the projection and the slot are configured to cooperate with one another 
(Fig 4) both for angularly immobilizing the cylindrical head relative to the support (Fig 1, 
shows that the interfacing support (elements 7 and 51) and that the protrusion of the 
cylindrical head (element 8c) fits into the slot (element 51 e) to angularly immobilize the 
structure in relation to each other) and for forming a water evacuation outlet orifice (Fig 
4,54, J and abstract). Soh does not literally teach the device to be used for a thermal 
combustion engine. However, examiner notes that it is well known to use these sorts of 
starter devices for a thermal combustion engine. It would have been obvious to use this 
device in a thermal combustion engine since it would allow the use of a compact and 
efficient accommodation within the engine compartment of the vehicle (Col 1 II 37-39). 

3. Regarding dependent claim 8, Soh teaches that the interfacing support has one 
or more slots for receiving the projection (See re-illustration of Soh's figure 1 .exhibit B 
below). 
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4. Regarding dependent claim 9, Soh teaches that the slot is integrated in the 
circular contact of the support (See re-illustration of Soh's figure 1 .exhibit B above. Also 
Fig 1,7d). 

5. Regarding dependent claim 1 0, Soh teaches that the water evacuation is 
performed through a baffle (See re-illustration of Soh's figure 1 ,7c,54 ,55 and exhibit A 
below. Also Fig 4 and Col 7 II 3-27). 




54 



6. Regarding dependent claim 1 1 and 1 2, Soh teaches that the water evacuation is 
direct through the outlet orifice (See re-illustration of Soh's Figure 1 ,7c,54 ,55 and 
exhibit A above. Also Fig 4 and Col 7 II 3-27). 

7. Regarding dependent claim 13, Soh teaches that the outlet orifice is configured 
such that the water is evacuated through the outlet orifice along an axial direction (See 
re-illustration of Soh's Figure 1 ,7c,54 ,55 and exhibit A above). 
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8. Regarding dependent claim 14, Soh teaches that the outlet orifice is configured 
such that the water is evacuated through the outlet orifice along an radial direction (See 
re-illustration of Soh's Figure 1 ,7c,54 ,55 and exhibit A above). 

9. Regarding dependent claim 15, Soh teaches that the projection extends axially 
(See re-illustration of Soh's Figure 1 and exhibit B above). 

10. Regarding independent claim 16, Soh teaches: 

A starter for a thermal combustion engine of a vehicle, comprising (abstract): 

an electrical engine comprising a cylindrical head (Fig 1,8), said cylindrical head 
comprising an axial projection extending from a frontal end of the cylindrical head (Fig 
2,8c); 

an interfacing support to be mounted on the thermal combustion engine (Fig 1,7 
,51 and abstract), said interfacing support being assembled with the cylindrical head 
(Fig 1,7,51 and 8), and 

comprising a clearance (Fig 4,B) configured to receive the projection of the 
cylindrical head (Fig 4,8c of Soh) for angularly immobilizing the cylindrical head relative 
to the support (Fig 1 , shows that the interfacing support (elements 7 and 51 ) and that 
the protrusion of the cylindrical head (element 8c) fits into the slot (element 51 e) to 
angularly immobilize the structure in relation to each other) and for forming a water 
evacuation outlet orifice (Fig 4,7c,54 and J of Soh). Soh does not literally teach the 
device to be used for a thermal combustion engine. However, examiner notes that it is 
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well known to use these sorts of starter devices for a thermal combustion engine. It 
would have been obvious to use this device in a thermal combustion engine since it 
would allow the use of a compact and efficient accommodation within the engine 
compartment of the vehicle (Col 1 II 37-39). Examiner also notes that the use of mating 
surfaces having projections and slots is well known. 

1 1 . Regarding dependent claim 1 7, Soh (Fig 4) teaches that the water evacuation 
outlet orifice comprises an axial portion formed between the projection of the cylindrical 
head and the interfacing support. 



Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



12. Claim 12 is objected to under 37 CFR 1.75 as being a substantial duplicate of 
claim 1 1 . When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 
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Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for details. 

Response to Arguments 

14. Applicant's arguments with respect to claims 7-1 7 are moot in view of the new 
grounds of rejection. Examiner notes applicant's cancellation of claims 1-6. 

15. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naishadh N. Desai whose telephone number is (571 ) 
270-3038. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Darren Schuberg can be reached on (571) 272-2204. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
Naishadh N Desai /Karl I.E. Tamai/ 

Patent Examiner Primary Examiner, Art Unit 2834 



August 20, 2008 



